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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 )^ Responsive to communication(s) filed on 23 June 2006 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Clalm(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 1111 Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

1 . Receipt is acl^nowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), wliicli 
papers have been placed of record in tine file. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-10 are rejected under 35 U.S.C. 102(b) as anticipated by Mase et al., 
U.S. Patent Publication No. 2002/0192590 Al. 

Mase teaches a lithographic printing plate comprising a photosensitive layer. The 
photosensitive layer comprises a hydrophilic polymer, a crosslinking agent and a light 
absorbing compound wherein the photosensitive layer is changed from ink-repellant to 
ink-receptive by irradiation with light (page 2, [0019]). The hydrophilic polymer 
comprises one or more monomers of unsubstituted or substituted (meth)acrylamide, N- 
vinylformamide and N-vinylacetamide. The hydrophilic polymer is a dispersion with a 
particle size of 0.005 to 0.5|jm (page 2, [0023]). The photosensitive layer has a phase 
separation structure (page 3, [0040]). However, the recitation "wherein the surface of 
the photosensitive layer forms a phase-separation structure, and when the lithographic 
printing original plate is subjected to printing..." clearly expresses the intended result of 
a process step and therefore has no patentable weight (MPEP 21 1 1 .04). The recitation 
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in claims 4 and 5, "wherein tlie liydropliilic resin tliat is obtained by reacting at least a N- 
alkyl or N-alkylene substituted (meth)acrylamide compound..." is a process limitation 
and therefore has no patentable weight in product claims. In claim 6, The recitations, 
"wherein the photosensitive layer is obtained by crossi inking a photosensitive resin 
compound containing a hydrophilic resin having crosslinking groups capable of reacting 
with at least a crosslinking agent and a photothermal conversion material" is a process 
limitation and does not have patentable weight. "[E]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (MPEP 21 13). Claims 9 and 10 also comprise process limitations 
and therefore have no patentable weight. Mase teaches a hydrophilic resin with 
crosslinking groups and is therefore capable of reacting with at least a crosslinking 
agent, organic particles and a photothermal conversion material as in claim 7. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CONNIE P. JOHNSON whose telephone number is 
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(571)272-7758. The examiner can normally be reached on 7:30am-4:00pm Monday 
thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Connie P. Johnson 

Examiner 

Art Unit 1795 

/Amanda C Waike/ 

Primary Examiner, Art Unit 1795 



